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Trademar k Judges.

Opi ni on by Chapman, Adm nistrative Trademark Judge:
Next Century Restaurants, Inc. (a California

corporation) has filed a petition to cancel a

registration on the Principal Register issued to Aqua

Gill Inc. (a New York corporation), for the mark
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AQUAGRI LL for “restaurant services and catering”! in
| nt ernational Class 42.2

Petitioner asserts as grounds for cancellation that
it provides restaurant services under its mark AQUA, and
has done so since at |east as early as Septenber 1991
that as a result of petitioner’s “substantial investnent
in pronotion, advertising, and marketing” (paragraphs 4
and 5), general consuners, as well as those in the hotel
and food service industries, exclusively associate the
mark AQUA with petitioner; that petitioner owns
application Serial No. 75/492,563 for the mark shown

bel ow

for restaurant services, which has been refused
regi stration based on respondent’s involved registration;
and that respondent’s mark, when used in connection wth

its services, so resenbles petitioner’s previously used

! Registration No. 2,061,275, issued May 13, 1997, from an
application filed on June 4, 1996. The clained date of first
use and first use in comerce is February 22, 1996.

2 Informationally, effective January 1, 2002, the involved
services would be classified in International C ass 43.
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mark, as to be likely to cause confusion, m stake, or
deception.?

In its answer respondent denied the salient
all egations of the petition to cancel, and raised the
affirmati ve defenses of |aches, acqui escence, estoppel,
and uncl ean hands.*

The record consists of the pleadings; the file of
respondent’s registration; the affidavit testinony, with
exhi bits, of Charles Condy, petitioner’s chairnman and
chi ef executive officer® and petitioner’s notice of
reliance on the following itens: (1) the discovery
deposition transcripts, with exhibits, of (i) Jereny
Marshal |, respondent’s co-owner and chef, (ii) Jennifer
Marshall, respondent’s co-owner, and (iii) David
Grossman, respondent’s outside general counsel; (2)
respondent’ s responses to petitioner’s first set of

interrogatories (including a trademark search docunent

3 Petitioner’s pleading includes a claimthat respondent’s mark
will “dilute the distinctive nature of Petitioner’s mark.”
(Paragraph 14.) To whatever extent, if any, petitioner was
asserting a claimof dilution under Sections 14 and 43(c),
petitioner did not address the issue at trial or inits brief on
the case. Thus, the Board considers this claimwas waived by
petitioner, and it will not be given further consideration.

4 Respondent offered no evidence in this case, and did not argue
any affirmative defenses in its one-page brief. Accordingly,
respondent’s affirmative defenses are waived and will not be

gi ven further consideration.
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produced by respondent pursuant to Fed. R Civ. P. 33(d)
in lieu of answering petitioner’s interrogatory No. 13);
(3) photocopi es of numerous (about 90) printed
publications; and (4) photocopies of certain official
records.

Both parties filed briefs on the case. Petitioner
requested an oral hearing, but after the Board schedul ed
a hearing, petitioner filed a stipul ated waiver thereof.
Therefore, an oral hearing was not hel d.

Petitioner first began planning its restaurant in
1989, with discussions between Charles Condy and George
Morrone, an executive chef; and petitioner’s first AQUA
restaurant opened in San Francisco, California on
Septenber 17, 1991. The idea behind the AQUA restaurant
was to be a “New York-style seafood restaurant that was
hi gh-end but not pretentious.” (Condy affidavit,
paragraph 4.) Petitioner has continuously operated this
restaurant under the mark AQUA since Septenber 1991

Petitioner currently owns AQUA restaurants at three
| ocations, specifically, San Francisco, California, Las
Vegas, Nevada and Laguna Beach, California; and

additional |ocations are planned. [In 1995 petitioner

5 On August 27, 2001, the parties filed a stipulation under
Trademark Rule 2.123(b) that all trial testinmny would be
submitted in affidavit form
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hel d di scussi ons regardi ng expandi ng the AQUA restaurants
to New York City; and this location remains of interest
to petitioner.

The grand opening of petitioner’s first AQUA
restaurant in San Francisco received considerable
publicity; and the restaurant, the design of the
restaurant, the chef, and high ratings and vari ous awards
won by the restaurant, as well as petitioner’s two newer
AQUA restaurants, have all received ongoing publicity.
The current chef, M chael M na, has appeared as a
cel ebrity guest chef in numerous events around the
country and he has won several awards, including the 1997
Janes Beard Rising Star Chef Award.

Petitioner’s three AQUA restaurants have annual
sal es of approximately $22 mllion, serving 800 dinners
and 300 |lunches daily. Since 1991, petitioner has spent
bet ween $50, 000 and $100, 000 annually on publicity and
pronmotion. Due to its reputation through its AQUA
restaurants, petitioner has been invited to participate
in numerous w ne and food tasting events, as well as
nunerous charitable events. Petitioner’s AQUA
restaurants have been reviewed and highlighted in
magazi nes such as Gournet and Esquire, and newspapers

such as the New York Tines, and the Los Angel es Tines.
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Petitioner also owns restaurants operating under
ot her nanmes such as PI SCES, CHARLES ON NOB HI LL, NOB
HI LL; and petitioner pronmotes the AQUA restaurant and
brand in association with each of these restaurants, for
exanpl e, the PISCES restaurant pronotes signature dishes
devel oped at the AQUA restaurant.

Petitioner has experienced actual confusion between
the involved marks in that occasionally custoners have
asked Charles Condy if the AQUA restaurants are
associated with the AQUAGRILL restaurant in New York.
(Affidavit, paragraph 18.)

M. Condy al so averred that petitioner filed an
application to register the mark (AQUA and design); and
that the application was rejected by the Exam ning
Attorney based on three prior registrations for
restaurant services, each incorporating the word AQUA
(AQUA TERRA -- now owned by petitioner; AQUA KNOX --—
owner agreed to cease use; and AQUAGRI LL —- the subject
of this cancell ation proceeding).

Respondent began the prelimnary publicity for its
restaurant in October/Novenmber 1995, and on February 22,
1996 its restaurant opened in New York City under the
name AQUAGRI LL. Since February 1996 respondent has

continuously operated this restaurant in New YorKk.
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Jereny Marshall, co-owner, describes his restaurant as *“
top seafood restaurant” and “a very select restaurant.”
(Di scovery dep., p. 19.)

Respondent has paid for advertisenents only tw ce,
one being in Gournet magazi ne, and one being a “paid
book” which is left in hotel roonms and is like a “paid
gui de book.” (Jereny Marshall, discovery dep., pp. 26-
27.) Respondent engages in non-paid pronotional and
mar keting activities such as nmaki ng donations to
charities and schools and receiving a listing in a
programin return, and providi ng cooking classes at
Macy’' s departnment store. Respondent essentially relies
on word-of-nmouth and press coverage (radio, Internet) of
its restaurant. (Jennifer Marshall, discovery dep., pp
23-24.)

When asked if anyone has ever inquired if their
AQUAGRI LL restaurant is associated with the AQUA
restaurant in San Francisco, both Jereny Marshall and
Jenni fer Marshall testified that they had received such
inquiries. (Jereny Marshall dep., pp. 36-37; Jennifer
Marshal | dep., p. 31.) M. Marshall stated that he
assuned this happened on nore than one occasion. (Dep.,

p. 38.)

a
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The record establishes petitioner’s standing to
bring this petition to cancel, both through petitioner’s
proof of use of the mark AQUA for restaurant services,
and proof of its ownership of a pending application which
has been rejected on the basis of the involved
regi stration.

Turning next to the question of priority, this
record clearly establishes petitioner’s priority of use
of its mark AQUA in Septenber 1991 over respondent’s use
of the mark AQUAGRILL in February 1996.°

The remaining issue is that of |ikelihood of
confusi on, which we determ ne based on an anal ysis of al
of the facts in evidence that are relevant to the factors
bearing on the issue of |ikelihood of confusion. 1In re
E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177 USPQ
563 (CCPA 1973). Based on the record before us in this

case, we find that confusion is likely.

® Petitioner stated in its brief (p. 12) that respondent
admtted the factual allegations which formthe basis for
petitioner’s claimof priority in this case. W disagree with
petitioner’s characterization that respondent’s answer to

par agraphs 7-8 of the petition to cancel anmounts to an admi ssion
of the nature asserted by petitioner. However, the record
clearly establishes petitioner’s priority of use.
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The parties offer identical services, specifically,
restaurant services. Obviously, identical services are
of fered through all the sanme channels of trade to the
sanme or simlar potential purchasers, in this case, the
general public.

“When mar ks woul d appear on virtually identical
goods or services, the degree of simlarity necessary to
support a conclusion of |ikely confusion declines.”
Century 21 Real Estate Corp. v. Century Life of Anerica,
970 F.2d 874, 23 USPQ2d 1698, 1700 (Fed. Cir. 1992).

We turn next to consideration of the simlarities or
dissimlarities of the marks. Qur primary review ng
court has held that in articulating reasons for reaching
a conclusion on the question of |ikelihood of confusion,
there is nothing inproper in stating that, for rational
reasons, nore or |ess weight has been given to a
particul ar feature or portion of a mark. That is, one
feature of a mark may have nore significance than
anot her. See Cunni nghamv. Laser Golf Corp., 222 F.3d
1307, 55 USPQ2d 1842 (Fed. Cir. 2000); Sweats Fashions
Inc. v. Pannill Knitting Co., 833 F.2d 1560, 4 USPQ2d
1793, 1798 (Fed. Cir. 1987); and In re National Data
Corporation, 753 F.2d 1056, 224 USPQ 749, 752 (Fed. Cir.

1985) .
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In this case, both petitioner’s mark and
respondent’s mark share the term AQUA. It is generally
accepted that when a conposite mark incorporates the mark
of another for closely related goods or services, the
addi ti on of suggestive or descriptive words or other
matter is generally insufficient to avoid a likelihood of
confusion as to source. See The Wella Corp. V.
California Concept Corp., 558 F.2d 1019, 194 USPQ 419
(CCPA 1977). Thus, respondent’s addition of the generic
word “grill” to its mark does not serve to distinguish
t hese marks.

Mor eover, the slight difference between the marks
may not be recalled by purchasers seeing the marks at
separate tinmes. See Spoons Restaurants Inc. v. Morrison,
Inc., 23 USPQ2d 1735 (TTAB 1991), aff’d unpub’ d (Fed.
Cir., June 5, 1992). Even if consuners notice the
di fference, they may m stakenly believe that respondent’s
AQUAGRI LL restaurant is another of petitioner’ s “AQUA”
restaurants, and indicates origin in a single source.

Thus, when we conpare the parties’ marks in their
entireties we find that they are substantially simlar in
sound, appearance, connotation and comrercial inpression.
See In re Azteca Restaurant Enterprises Inc., 50 USPQ2d

1209 (TTAB 1999). Their contenporaneous use, in

10
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connection with these identical services, would be likely
to cause confusion as to the source or sponsorship of
such services. See Cunni nghamv. Laser Golf Corp.,

supra; and In re Dixie Restaurants Inc., 105 F.3d 1405,
41 USPQ2d 1531 (Fed. Cir. 1997).

We find based on an eval uation of the above du Pont
factors alone that there is a likelihood of confusion.
Nevert hel ess, consideration of the foll ow ng additional
factor further reinforces this finding.

Anot her du Pont factor we consider in this case is
the fame of petitioner’s mark.’ Petitioner contends that
its mark AQUA is fanmous based on (i) petitioner’s use of
the mark AQUA for restaurants for over ten years; (ii)
annual sales of over $22 mllion; and (iii) publicity
received fromlocal, national and international nedia.

Petitioner has clearly denonstrated that its mark AQUA is

" Respondent’s argunment (in its one-page brief on the case) that
t he Board shoul d not determ ne whether petitioner’s mark has
achi eved fane i s unsupported and unexpl ai ned. W consider this
factor because relevant evidence in this particul ar case has
been introduced thereon. See Cctocom Systens Inc. v. Houston
Conmputers Services Inc., 918 F.2d 937, 16 USP@d 1783 (Fed. Gr.
1990).

Respondent’s only other argunent in its brief is that the
Board shoul d not determ ne the geographic scope of petitioner’s
rights because this is not a concurrent use proceeding. W
agree with respondent’s prem se that geographic limtations to
rights in marks cannot be determined in a cancellation
proceedi ng [see Trademark Rule 2.133(c)], but we disagree with
respondent that petitioner seeks any such geographic limtation

11
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a strong and well-known mark in the field of restaurant
services. In particular, petitioner opened its first
restaurant over ten years ago; petitioner has grown and
expanded, now operating three restaurants under the mark
AQUA; and petitioner has achieved significant annual
sales fromits AQUA restaurants. |In addition, petitioner
al so i ntroduced nunerous nedia stories and restaurant
reviews published about petitioner’s AQUA restaurants.
Havi ng carefully reviewed the evidence, although we are
reluctant to treat petitioner’s pleaded comon | aw mark
as “famous” on the record before us, we do not hesitate
to find that petitioner’s mark AQUA is a well-known nmark
for restaurant services, and is therefore entitled to a
br oader scope of protection. See Cunni nghamv. Laser
Golf Corp., supra; and Henry Siegel Co. v. M& R
I nternational Mg. Co., 4 USPQ2d 1154, 1161 (TTAB 1987).
Finally, with regard to the du Pont factor of actual
confusion, both respondent co-owners testified during
di scovery that they were aware of inquiries from
custoners about whether their AQUAGRILL restaurant in New
York City was associated with the AQUA restaurant in San
Franci sco. Likew se, petitioner’s chairmn and CEO

averred that he has occasionally been asked whet her

herein. To the contrary, petitioner seeks to cancel

12
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petitioner’s AQUA restaurants are associated with the
AQUAGRI LL restaurant in New York City. VWhile there is no
specific information directly fromthe custonmers about
t hese instances of confusion, we find it probative that
customers have inquired in each party’ s restaurant
regardi ng an association with the other party’'s
restaurant.

Based upon consideration of the evidence and
wei ghing all relevant du Pont factors, we find that
because the parties’ marks are simlar; petitioner’s mark
is well-known in the field of restaurant services; the
parties’ services are identical; the trade channels and
purchasers of the respective services are the sanme; and
noting that there has been some |evel of actual
confusion; there is a likelihood that the purchasing
public will be confused regardi ng respondent’s use of the
mar k AQUAGRI LL for its restaurant services.

Deci sion: The petition to cancel is granted, and
Regi stration No. 2,061,275 will be cancelled in due

course.

respondent’s unrestricted registration.
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